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DETAILED ACTION 

1 . This communication is responsive to the Amendment filed 6/8/2009. 

2. Claims 1-8 and 10-17 are pending in this application. Claims 1,5, 10 and 14 are 
independent claims. In the instant Amendment, claims 1 , 3, 5 and 7 were amended, 
claim 9 was canceled and claims 10-17 were added. This is a Non-Final action on the 
RCE filed 7/2/2009. 

Claim Objections 

3. Claims 10 and 14 are objected to because of the following informalities: the term 
"and" is recited in step "(i)" of the claims; the term should be replaced with "or" to be 
consistent with the specification. Appropriate correction is required. 

Specification 

4. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: claims 10 and 14 recite "a computer-readable medium;" the 
claims lack antecedent basis for this limitation. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S. C. 112: 



The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 



Application/Control Number: 10/588,867 Page 3 

Art Unit: 2174 

art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 1, 5, 10 and 14 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. Each of the claims recites "a single 
one of said buttons automatically enables all of the following to be performed." 
Nowhere in Applicant's specification is it disclosed that a mail item is automatically 
removed from the inbox. For instance, Applicant's specification discloses that user is 
given the option to delete a mail item upon applying one of four actions- "Deal With It 
Now," "Decide What To Do With It," "Delegate It," and "Delete It (see page 3, lines 13- 
33"). Applicant's specification further discloses that upon selection of a mail item in an 
inbox, "the user would then be prompted to determine what action 1 1 to take regarding 
the original mail item. The user would be able to select 1 2 whether to Ditch the original 
mail item and thus delete 13 the original mail item, to mark the mail as done and 
thereby move 14 the original mail item to the done folder, or to skip this step and simply 
return 15 the user to the inbox (see page 5, lines 20-29 and page 6, lines 6-9; also see 
Figs 2, 3, 5, 6, 9, 11, 13, 15 and 17)." 



Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

8. Claims 1 and 5 are rejected under 35 U.S.C. 1 01 for failing to fall within a proper 
statutory category of invention. The system of claims can be merely a software system 
which in non-statutory. The system must include some hardware element. 



Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 1-8 and 10-17 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Pang (US 6493007). 

Regarding claim 1 , Pang discloses a COMM Addin for personal organizational 
software, said COMM Addin adding a plurality of menu buttons to at least one personal 
organizational software page viewable on a user's screen, said menu buttons operable 
by said user, such that when said user receives a mail item in said users inbox 
operation of a single one of said buttons automatically enables all of the following to be 
performed (see col. 7, lines 2-19 where the graphical user interface for an e-mail system 
is discussed; also see figs 3-5): 
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(i) said user to reply to the mail item, forward the mail item, or create a new item 
entry (see col. 6, lines 1-6 and col. 8, lines 4-15 where it is discussed that user can reply 
to an e-mail or forward an e-mail); 

(ii) said mail item is respectively copied to said reply, forwarded message or new 
item entry (see col. 6, lines 27-39 and col. 9, lines 3-13 where it is discussed that a copy 
of a reply e-mail is maintained in a log); and 

(iii) said mail item is removed from said inbox (see col. 6, lines 20-26 and col. 7, 
lines 42-56 where it is discussed that an e-mail is deleted after user replies). 

Regarding claim 2, Pang discloses said new item includes a calendar entry, a 
note, a task, a project or a contact (see fig 3,311,317 and 31 9). 

Regarding claim 3, Pang discloses said buttons are operable from a home page 
of said personal organizational software (see fig 3, 300). 

Regarding claim 4, Pang discloses said button further automatically re-labels 
said reply, forwarded message or new item entry (see col. 6, lines 27-39 where it is 
discussed that a copy of a reply e-mail is maintained in a log). 

Claims 5-8 are similar in scope to claims 1-4, respectively, and are therefore 
rejected under similar rationale. 

Claims 10-13 are similar in scope to claims 1-4, respectively, and are therefore 
rejected under similar rationale. 

Claims 14-17 are similar in scope to claims 1-4, respectively, and are therefore 
rejected under similar rationale. 
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Response to Arguments 

1 1 . Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RASHAWN TILLERY whose telephone number is 571- 
272-6480. The examiner can normally be reached on M-F 8:30 AM - 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on 571-272-4124. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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